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REMARKS 

Review and reconsideration of the application in view of 
Applicants' amendments and remarks are respectfully requested. No claims are 
amended. 

Consideration of the amendment and remarks after final is proper 
under 37 CRR. §1.116 because 1) no claims are amended; 2) the remarks clarify 
issues previously presented; and 3) the remarks place the application in condition 
for allowance. Entry and consideration of the remarks is thus respectfully 
solicited. 

Applicants thank Examiner Shosho for consideration and 
acknowledgement of the Information Disclosure Statement and Form PTCM449 
filed October 20, 2003. Applicants further thank Examiner Shosho for the 
telephone conference of February 24, 2004, with Applicants' representative. In 
the telephone conference, a proposed claim amendment was discussed and 
dismissed, and Applicants indicated they would likely file a Declaration in 
support of their argument. However, on, review of the claims and specification, 
Applicants do not feel a Declaration is warranted at this time, as the claims and 
specification supply all necessary information to refute the rejections assorted. 

Claims 1, 10, 12, 14, and 17-18 have been rejected under 35 USC 
§103(a) as being unpatentable over Sacripante et al. (US 6,025,412) in view of 
Figuly (US 5,136,014). 

Claim 1 3 has been rejected under 35 USC § 1 03(a) as being 
unpatentable over Sacripante et al* in view of Figuly as applied to Claims 1, 10, 
12, 14 and 17-18 above, and further in view of Polymer Science Dictionary. 

Claim 1 5 has been rejected under 35 USC § 1 03(a) as being 
unpatentable over Sacripante et al. in view of Figuly as applied to Claims 1, 10, 
12, 14 and 17-18 above, and further in view of Evans et al, (US 6,468,338). 

Claim 1 6 has been rejected under 3 5 USC § 1 03(a) as being 
unpatentable over Sacripante et al. in view of Figuly as applied to Claims 1 ? 10, 
12, 1 4 and 17-18 above, and further in view of either Chen et. al. (US 6,431,700) 
or Evans et al. (US 6,001,161). 

-4- 
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A PP^ants reS pectfuiIy traverse each and every one of the above 
rejections for at least the following reasons. 

The Office Action relies on the primary combination of Sacripante 

According to the Office Action, Sacripante e t al. disclose, an ink 

i»TZ I " t0 *" ^ Ch3in " 3 SidC **» «~ As admitted 
» the Office Action, Sacripante et al does not dWo. or suggest a 

hyperbranched po.y^ dye . fi^ y is cited for dJ-do-w of a 

polyester. Neither Sacripante ctal nnrPi^i „r , "ranched 
™» i. npantccta, nor Figuly disclose or suggest the subject 

matter ofthe claimed invention. 

have a „™ber average parti<:le size of fr om abom 2 ^ ^ mo P 

hypertranched funcKonal p„, y e stere lhat tabeKjll , rh ^ 
o f ^^ stillinlilcartwouWnotIo<)ktoSacrii;antecia| « One 

— SaCTipmK „ „. is directed (o rf 

Combining FigulywithSacn - pantoetal . wou)dresuI H„,ne 

The dataedtavmiondoesnMmcWc particles. As stated in .he 
s^c. tt „ n a,pa E e2, I i nes , 9 - 2 o. tradi , ionajdye . b>sedtaksdonM 

-veal, a lack of pamcte s,ze, and a description of th e dye in tcrms of moI 

and percent b y „ rish « ta tlM ^ jc , ^ ^ page ^ Knc3 

6). to contra* Sacripante specifically stales the dye-polymer resin forms 
P™cles. Combining Sacripante w i,h F iguly must in 

poly™- resi „, or ^ puII>ose c( wouM ^ ^ ^ 

Sacnpante, a, M e „ r in ro „, bjriatior , with Fig„l y , renuiresMcte, it does „„, 
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**. or suggest d. «M invention, wherein the dye k no. visibie under . 
microscope. 

Further the combination of Sacripante et al. with Figuly, 
proctucmgpartidesofdye-polymer^n, would not be desirable in the claimed 
inventionbecausep.rtic^donotanowreHablefinnsoftheinlcjot^ 

composition. Particles can cause clogging and uneven dispersion of *e mk j* 
iak composition. See, for example, the description ofpigment part 1C lcs m 
Applicant deification atp ae e 2 ,lin eE 2, 29. Thu 3} combing the tcachmgs of 
Sacripante et ah with Figuly would result in an ink jet ink including pigment 
particles which would impair the fnabili ty of the ink. 

As Hiscu SS *d herein, neither Sacripante not Figuly, alone or m 
combination, disclose an ink jet mk composition 
whereinadyeisnotvisibleund. 

Science Dictions Evan, et a,. '338, Chen et A. and Evan, ct .1- 1«1 do not 
overcome the deficiencies of Sacripante et al. or Figuly, alone or in any ^ 
combination. For at least the above reasons, reconsideration and withdrawal of 
the rejection are respectfully requested. 

Clam 1 1 has been objected to as being dependent upon a rejected 
base claim, but otherwise * indicated to include allowable subject 
AppHcants submit all of claims ! and 1 0-1 8 are in condition for allowance for at 
least the reasons set tbrth herein. Prompt and favorable action ,s earnestly 
solicited. 

Should the Examiner require anything <ta*er, <* have any 
actions, A. is invited «o contact Applicant ****** » 

Respectfully submitted, 

/u 




Attorney for Applicant(s) 
Registration No. 40,1 01 



Kathleen Neuner Manne/cak 
Rochester, NY 14650 
Telephone: 585-722-9225 
Facsimile: 585-477-1148 
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